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DETAILED ACTION 
Priority 

1. Receipt is acknowledged of papers submitted under 35 U.S.C. 119(a)-(d), (JP 
2003-7362), filed 01/15/2003, which papers have been placed of record in the file. 

Information Disclosure Statement 

2. Receipt is acknowledged of information disclosure statement (IDS) submitted on 
07/21/2004, The submission is in compliance with the provisions of 37 CFR 1.97. 

A signed copy of the information disclosure statement is here enclosed. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 1-6, 15 and 16 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Furusawa et al. (USPAT 4,950,548) in view of Kobayashi et al. 
(USPAT 5,645,909) and Kitabatake (USPAT 6,214,107), hereinafter Kitabatake'107. 

► Regarding claims 1 and 3, Furusawa et al. disclose a thin film analyzing method 
for analyzing a constituent of a thin film (that may be a multilayered structure, 12, 13, 
14, 16), as shown in Fig.1 and recited in Col.6/IL9-11, the method comprising a step of 
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cutting the thin film and analyzing the cut section of the thin film, as recited in 
Col.6/11.13-17 and Col.5/ll.65-68 + Col.7/line 1. 

However, Furusawa et al. do not cut the thin film (12, 13, 14,16) obliquely. 
Kobayashi et al. cut the thin film 41 obliquely, as shown in Fig.7 and recited in Col. 3/11. 8- 
12andCoL4/ll.44-47. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to cut Furusawa's thin film according to Kobayashi's oblique cutting 
method, in order to have a larger surface area, as suggested by Kitabatake'107 in 
Col. 12/11.9-1 5 and shown in Fig.4. 

One of ordinary skill in the art would have been motivated to modify Furusawa's 
method of cutting thin film by Kobayashi et al,, since a more detailed observafion and/or 
analysis of a larger surface area (as shown in Kitabatake'107's Fig.4) would reveal 
more features that would allow more detailed observation and/or analysis. 

► Regarding claims 2 and 4, Furusawa's thin film is formed on a support 1 1 shown 
in Fig.1, as recited in Col.6/ll.1-2. 

► Regarding claims 5 and 6, Furusawa's analyzing method measures a distribution 
of states of a specific component 12, 13, 14 and/or 16 in the cut section of the thin film, 
as recited in Col.6/11. 13-31. 

► The limitations of claims 15 and 16 are readily implicated by the combination of 
Kobayashi's oblique etching method with Kitabatake'107's larger surface area, as 
suggested by Kitabatake'107 in Col. 12/11.9-1 5 and shown in Fig.4. 
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5. Claims 7 and 8 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Furusawa et aL in view of Kobayashi et al. and Kitabatake'107, and further in view of 
Bousaoula (USPAT 6,054,333) or Smentkowski et al. (USPAT 6.008.491). 

Furusawa et al. as modified by Kobayashi et al. and Kitabatake'107 show all the 
limitations of claims 7 and 8, as previously applied to the parent claims 1 , 4, 5 and 6, 
except the recitation of TOF-SIMS as an analyzing technique or step. 

TOF-SIMS is a combination technique that is conventional and widely used for 
measuring the constituents of a multilayered thin film structure. This Official Notice is 
supported by Bousaoula in Col. 4/IL 17-20. and/or by Smentkowski et al. in Col. 3/11. 9-1 9. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to use a TOF-SIMS method as suggested by Bousaoula or 
Smentkowski et al. for analyzing the multilayer structure of Furusawa's as modified by 
Kobayashi et al. and Kitabatake'107, since the SIMS is known in the art as being 
element-sensitive, whereas the TOF is well known for its high resolution. 

One of ordinary skill in the art would have been motivated to combine SIMS and 
TOF in order to have a superior quality of analysis of the layers' constituents. 

6. Claims 9 and 10 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Furusawa et al. in view of Kobayashi et al. and Kitabatake'107, and further in view of 
Nagayama et al. (USPAT 5.610,392) and Machida et al. (USPAT 5,637,445). 
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Furusawa et aL as modified by Kobayashi et al. and Kitabatake'107 show all the 
limitations of claims 9 and 10, as previously applied to the parent claims 1, 4, 5 and 6, 
except the recitation of p-ESCA as an analyzing technique or step. 

ESCA, or electron spectroscopy for chemical analysis, to which the |j-ESCA also 
belongs, is well known in the art as a conventional and widely used technique for 
surface analysis , as taught by Nagayama et al. in Col. 1/11.29-33, whereas Machida et al. 
teaches that ESCA is also a method conventionally used on thin films , as recited in 
Col.7/IL34-37. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to apply the ESCA technique to analyze the surface of Furusawa's 
& Kobayashi et al. thin films , since the method is useful for detecting local presence of 
materials, as taught by Nagayama et al. in Col.1/ll.29-33. 

One of ordinary skill in the art would have been motivated to modify Furusawa's 
analyzing method as modified by Kobayashi's, further by Nagayama's and/or Machida's 
ESCA technique, since -by using Kobayashi's oblique cutting technique- Furusawa's 
layer structure is effectively exposed in a lateral direction, as shown in Kitabatake'107's 
Fig. 4, which then can be conveniently analyzed by Nagayama's or Machida's ESCA 
detection technique that is capable of detecting local presence of materials. 

7. Claims 11-14 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Furusawa et al, in view of Kobayashi et al. and Kitabatake'107, and further in view of 
Power et al. (USPAT 6,614,532) and Marcus et al. (USPAT 5,842,387). 
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Furusawa et al. as modified by Kobayashi et al. and Kitabatake'107 show all the 
limitations of claims 11-14, as previously applied to the parent claims 1, 4, 5 and 6, 
except the recitation of a microtome with a glass cutting edge for slicing Furusawa's thin 
film in place of Kobayashi's etching/sputtering technique. 

Power et al. use a microtome to cut thin materials into slices, as recited in 
Col. 1/11.63-67 and Col.2/ll.1-2. More specifically, Marcus et al. use a microtome made of 
glass to cut thin materials into slices, as recited in Col.7/ll.5-1 1 . 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify Furusawa's analyzing method as modified by 
Kobayashi's and Kitabatake'107's, further by Power et al. using microtome, since a 
mechanical method, such as using a microtome, is much less messy than an etching or 
sputtering technique, as generally known in the art. 

One of ordinary skill in the art would have been motivated to make Power's 
microtome out of glass, as taught by Marcus et al., in order to provide an ultra-sharp 
cutting edge, as suggested by Marcus et al. in Col. 7/11. 7-9. 

8. Claims 17-19 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Furusawa et al. in view of Kobayashi et al. and Kitabatake'107, and further in view of 
Wachi et al. (USPAT 6,830,863) and Hoshi (USPAT 6,534,240). 

Furusawa et al. as modified by Kobayashi et al. and Kitabatake'107 show all the 
limitations of claims 17-19, as previously applied to the parent claims 1, 4, 5 and 6, 
except the recitation of photosensitive thin film for use as an image recording layer. 
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Wachi et al. use a water-insoluble resin as thin film material for image recording, 
as recited in CoL5/IL1-5, whereas Hoshi uses an alkali-soluble resin thin film material, 
as recited in Col. 17/11.32-44 and col. 11/11.38-49, wherein the wording "alkali-soluble" is 
expressly recited in CoL17/line 40. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to use a combination of Wachi's and Hoshi's image recording 
material in Furusawa's thin film as modified by Kobayashi et al. and Kitabatake'107, in 
order to have a composite photosensitive material to form high quality multicolor 
images, since each of the resin types is predominantly photosensitive to specific 
wavelength ranges, as generally known in the art. 

One of ordinary skill in the art would have been motivated to have a multicolor 
image recording by using Wachi's and Hoshi's photosensitive material in Furusawa's 
thin film as modified by Kobayashi et al. and Kitabatake'107, since a multicolor image 
recording is highly desirable in the art for its better reproduction capability. 

Specifically regarding claim 17, Wachi's as well as Hoshi's thin film material for 
image recording is inherently also photosensitive, as generally understood in the art. 

Regarding claim 19, the limitations are inclusively encompassed in Furusawa's, 
as previously applied to claims 5 and 6. 



Communications 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Bernard E Souw whose telephone number is 571 272 
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2482. The examiner can normally be reached on Monday thru Friday, 9:00 am to 5:00 
pm.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John R Lee can be reached on 571 272 2477. The central fax phone 
number for the organization where this application or proceeding is assigned is (703) 
872-9306 for regular communications as well as for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703 308 
0956. 




Bernard E. Souw 

Patent Examiner- AU 2881 

June 10, 2005 



